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REMARKS 

In response to the PTO's Office Action mailed January 6, 2004, 
applicants here amend claim 1 to overcome rejection under 35 U.S.C. §112(2). 

To overcome the PTO's rejection of pending claims 1-3, 5-7, 10 and 12 
under 35 U.S.C. §103, applicants hereby offer the enclosed Declaration of 
Joseph J. Grady under Rule 132. As Mr. Grady's declaration states, Mr. Gn dy 
is an expert in the relevant field and as such is highly qualified to express the 
opinions that appear in his declaration. ! 

Contrary to the PTO's assertions in the January 6, 2004 acdon, neitner 
Greenway '238 nor Searer *554 teach the adhesives applicants claim. For 
example, applicants' adhesives did not esdst during the 1930's when the 
Greenway patent issued. See Grady declaration, ^3. The Greenwa.y *23i i 
patent, as the PTO concedes, does not disclose applicants' nailing st^, either. 
The Searer patent teaches thd.t adhesives are unnecessary to secure floorboa rds 
to a concrete surface- See Grady declaration, ^4. 

Combining the Greenway and Searer patents would lead away firom w, lat 
applicants claim because Greenway uses xnastics that are different in kind tl lan 
the adhesives applicants ckim^ and that fail in actual use, and Searer teacl les 
using no adhesives at all, only nails. 

The Anderson ' 1 17 patent adds nothing to the teachings of Searer ^ nd 
Greenway. Anderson does not disclose attaching floor planks 3 feet or more in 
length to a concrete surface, and does not disclose using the adhesives thit 
applicants daim for any purpose^ let alone for attaching such floorboards to a 
concrete surface. Instead, Anderson discloses adhesives that are applied to he 
back of the wooden panels that Anderson discloses, instead of directly to the 
concrete floor surface, as applicants claim. See Grady Declaration, ^3. 


Soutfacm d al. 
AppI.No. 10/034,44(5 
January 27, 2004 


PAGE 7/16'R(M)AT1/27/20(l4 2:39:46 PM [Eastern StandardTimel'SVRiUSPTO^FXIV-^ 


FROM BRIGHT & LORIG PC 


(TUE)Ol. 2r 04 11:43/ST, 11:4 1/NO. 3560664092 P 8 


D9426 


Applicants respecifiilly request reconsideration and allowance of all 
pending claims. Applicants' counsel would welcome a. telephone call at dnjr 
time to discuss any issue. 


Dated: January 27, 2004 


Respectfully submitted, 

Patrick F. Bright, 
BRIGHT & LORIG, P.O. 
633 West 5th St., Ste 3330 
Los Angeles, CA 90071 
Tel: 213.627.7774 
Fax: 213.627.8508 
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